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What we’ll cover

• What types of intellectual property is 

available?

• Emerging issues

• Growth
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Federal trademark protection is 

available!

That a trademark is: a word, phrase, symbol, 

and/or design that identifies and distinguishes 

the source of the goods or services of one party 

from those of others.
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Trade secrets are a must!

We protect trade secrets, formulas, practices, 

processes, designs, instruments, patterns, or 

compilations of information, which are 

generally not known to the public and by 

which businesses obtain economic advantage 

over competitors or customers.
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Copyrights are surprisingly useful!

Copyright, an original work of expression in a 

fixed format.
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Yes, you can secure a patent!

Patents, a novel, useful invention.  You MUST 

be able to describe in detail how it works.
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How it works
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Copyright: no use, basic requirements must be 

met.

Patents: negative rights, basic requirements 

must be met.

Trade secret: we don’t know how they will fare 

in litigation, typical measures should be taken.



Trademark Selection 
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Many strong and distinctive brands
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• Be creative

• Look vertically within cannabis industry and 

across industries

• Don’t forget the “usual” stuff (similar 

marks, similar goods and services)

• Look for generic and descriptive strain 

names, jargon. There are a million ways to 

say “weed.”

Clearance searching in the cannabis industry
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• Different state rights

• Federal registration for unrelated goods and 

services

• Lots of coexistence 

The analysis is unusual
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Trademark 

Protection & Enforcement
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• Your rights arise out of use

• Limited by geography

• Shore up with other strategies

Use it or lose it
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• Federal registration provides constructive national rights

• Prima facie evidence of valid and protectable mark

Drawbacks:

• Core goods and services will be refused for violating 

Controlled Substances Act

• Inquiries will be made into activities of applicant

Securing a federal registration:
Why and how?
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• LEAFLY: software

• WEEDMAPS: online forums

• BHANG: products infused with “FDA 

approved ingredients”; apparel

• VAPEXHALE: electric aromatherapy 

vaporizers

• CANNABRAND: marketing services

• MARLEY NATURAL: chocolate, smoking 

accessories, cosmetics 

And the federal registration goes to…
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Watch out for:

• Generally requires use

• Some states apply federal standard

• Some states disallow distinctive marks 

altogether

• Disclosure of federal refusal

The states DO matter!



Emerging Issues
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• Being refused due to FDA studies

• Not quite fully federally lawful 

Trademark registrations for CBD goods:
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In re Morgan Brown, 119 USPQ2d 1350 (TTAB [July 14] 2016):

• Application to register HERBAL ACCESS included Class 035 services, “retail store services 
featuring herbs.”

• Use of mark must be in “lawful commerce”; application refused

• Applicant’s retail store sold marijuana

• Problematic language: “The mere fact that lawful use is also contemplated by the 
identification does not aid Applicant’s cause.” 

• And see now, In re PharmaCann, LLC , Serial No. 86520135 et al. Lack of bona fide intent 
to use marks in commerce where recited services prohibited by a federal law and 
therefore marks cannot be in lawful use in commerce. Services: "Retail store services 
featuring medical marijuana" and for "Dispensing of pharmaceuticals featuring medical 
marijuana.” Marks: PHARMACANN and PHARMACANNIS.

Recent TTAB Decisions
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http://ttabvue.uspto.gov/ttabvue/ttabvue-86362968-EXA-10.pdf
http://ttabvue.uspto.gov/ttabvue/v?qt=adv&pno=86520135
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In re JJ206, LLC, dba JuJu Joints, 120 USPQ2d 1568 (TTAB [Oct. 27] 2016):

• Applications to register POWERED BY JUJU and JUJU JOINTS included Class 034 
goods, “smokeless marijuana or cannabis vaporizer apparatus, namely, oral 
vaporizers for smokers; vaporizing marijuana or cannabis delivery device, 
namely, oral vaporizers for smoking purposes.”

• Use of mark must be in “lawful commerce”; application refused

• Applicant “explicitly identified its goods as vaporizing devices for cannabis or 
marijuana.” 

• Quoted In re Brown in rejecting this argument: “the fact that the provision of 
a product or service may be lawful within a state is irrelevant to the question 
of federal registration when it is unlawful under federal law.” 

• Other policy arguments set forth and all rejected. 

Recent TTAB Case Law

http://ttabvue.uspto.gov/ttabvue/ttabvue-86474701-EXA-11.pdf
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In re Ultra Trimmer, L.L.C., Serial No. 86479070 (November 29, 2016) (not 
precedential)

• Application to register ULTRA TRIMMER included Class 007 goods, 
“agricultural machines, namely, a trimming machine for trimming leaves, 
plants, flowers and buds,” in International Class 7.”

• Use of mark must be in “lawful commerce”; application refused as unlawful 
paraphernalia. 

• Yikes! Promotional material establishes primary purpose of the trimmer 
machines as being for cannabis.

• “Applicant’s trimming machine thus falls squarely within the plain language of 
the definition of ‘drug paraphernalia’ in § 863 as ‘equipment . . . which is 
primarily intended or designed for use in . . . processing, [or] preparing . . . 
[marijuana].’” 

• Exemption: “any person authorized by local, State, or Federal law to 
manufacture, possess, or distribute such items . . .”-- doesn’t apply.

Recent TTAB Case Law

http://ttabvue.uspto.gov/ttabvue/ttabvue-86479070-EXA-8.pdf


Growth
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Going from one state to another

Licensing: granting a third party the

right to use your property (trademarks,

inventions, trade secrets or other

materials)



• Grow brand equity and value

• Increase revenue

• Easy(ier) expansion route than other routes

• Fast(er) expansion

• Largely a private transaction

• You have no choice

Why license
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• Type of IP to be licensed 

• Exclusivity and territory 

• Term:  Initial term, renewal term, termination

• Indemnification and warranties 

• Quality assurance and quality testing

• Operations and manufacturing 

• Liability: product, trademark infringement, violation of 

state/federal laws

• Packaging

• Financial Terms:  License fee, royalties, and/or annual 

fees 

• Dispute resolution

Licensing may involve…
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Questions and discussion points
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